
% United States R\tent and TkADEMARK Ofhge 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OHice 
Addiew: COMMISSIONER FOR PATENTS 
P.O. Boot 1450 

Alexsndiia, 22313-1430 
www.nspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCICET NO. 



CONFIRMATION NO. 



09/746,036 



12/21/2000 



Earl Hubbell 



3363 



9135 



22886 7590 07/28/2003 

AFFYMETRIX, INC 
ATTN: CHIEF IP COUNSEL, LEGAL DEPT. 
3380 CENTRAL EXPRESSWAY 
SANTA CLARA, CA 95051 



EXAMINER 



ZEMAN, MARY K 



ART UNIT 



PAPER NUMBER 



1631 

DATE MAILED: 07/28/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/746.036 


Applicant(s) 

HUBBELL. EARL 


Examiner 

iVIary KZeman 


Art Unit 

1631 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to comnnunication(s) filed on . 

2a)n Tfiis action is FINAL. 2b)M This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Clainfis 

4) ^ Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-21 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 21 December 2000 is/are: a)S accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 -85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-{d) or(0. 

aOAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ lnterviev\/ Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infomial Patent Application (PTO-152) 

3) S Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2. 6) □ Other: 
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DETAILED ACTION 

Claims 1-21 are pending in this application. 

Information Disclosure Statement 
The IDS filed 3/28/01 has been entered and considered. 

Specification 

The disclosure is objected to because it contains an embedded hyperlink and/or other 
form of browser-executable code. AppUcant is required to delete the embedded hyperlink and/or 
other form of browser-executable code. See MPEP § 608.01. See for example, page 10, line 3, 
page 15, line 22. 

Further, AppUcant is required to update the status of the multiple listings of Applications 
by serial number or attorney docket number throughout the specification, for example, on page 
11, 13 and 19. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-7 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The claims are drawn to methods which manipulate data, and do 
not provide a concrete tangible and useful result. The result of the method of claim 1 is a 
"coupling" which must be further manipulated and worked upon to be useful to a user. MPEP 
2106: "For such subject matter to be statutory, the claimed process must be Umited to a practical 
application of the abstract idea or mathematical algorithm in the technological arts. See Alappat, 
33 F.3d at 1543, 3 lUSPQ2d at 1556-57 (quoting Diamond v. Diehr, 450 U.S. at 192, 209 USPQ 
at 10). See also Alappat 33 F.3d at 1569, 31 USPQ2d at 1578-79 (Newman, J., concurring) 
("unpatentability of the principle does not defeat patentability of its practical applications") 
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(citing 0 'Reilly v. Morse, 56 U.S. (15 How.) at 1 14-19). A claim is limited to a practical 
application when the method, as claimed, produces a concrete, tangible and useful result; i.e., the 
method recites a step or act of producing something that is concrete, tangible and useful. See AT 
&T, 172 F.3d at 1358, 50 USPQ2d at 1452. Likewise, a machine claim is statutory when the 
machine, as claimed, produces a concrete, tangible and usefiil result (as in State Street, 149 F,3d 
at 1373, 47 USPQ2d at 1601) and/or when a specific machine is being claimed (as in Alappat, 33 
F,3d at 1544, 31 USPQ2d at 1557 (in banc).". 



Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-21 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In the independent claims (1, 8, 15) it is entirely unclear what the method of "analysis" is 
intended to accomplish. The steps of the method mere provide a "coupling" of certain variables, 
and it is unclear what that represents, or what is to be done with them. Further, what is the 
differing result obtained when one minimizes rather than maximizes? The claim sets forth no 
differmg steps or results that clearly set forth this idea. 

In claims 2, 8 and 16, is the following phrase "wherein the minimizing comprising 
maximizing" which is entirely unclear. Further, it is unclear where this limitation is to be added 
to the independent claims. 

Claims 4, 10 and 18 are grammatically incorrect and are confusing. It is not clear how 
this limitation is to modify the method of the previous claims. 
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Claims 7, 15 and 21 are entirely unclear as to what is to be done on what from previous 
methods and how this affects those methods, and what results are obtained. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except tiiat an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

Claims 1, 8 and 15 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
6,510,391. 

The claims are drawn to methods of analysis of transcripts of probe arrays wherein the 
intensities of the hybridizations are coupled to levels of transcripts. The effects of cross 
hybridization are minimized. 

Balaban (US 6,510,391) having an effective filing date of 1 1/22/00, discloses the same 
methods as the rejected claims. Balaban discusses the effects of cross hybridization at length, 
and how it can affect transcript hybridization intensity levels, and how to adjust. These 
disclosures meet the limitations of the rejected claims. 



Conclusion 

No claim is allowed. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Mary K Zeman whose telephone number is (703) 305-7133. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, can be reached at (703) 308-4028. 

Official fax numbers for this Art Unit are: (703) 308-4242, (703) 872-9306. An 
unofficial fax number, direct to the Examiner is (703) 746 5279. Please call prior to use of this 
number. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the TC1600 Receptionist whose telephone number is (703) 308-0196. 



mkz 
7/25/03 




